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Applicant: Michael A. Kerr 

Application Serial No.: 10/681,034 

Filed. October 8, 2003 

Title: WIRELESS BROADBAND 
GAMING SYSTEM AND 
METHOD (as amended) 

RENEWED PETITION FOR CLARIFICATION OF CROSS REFERENCES 
UNDER 37 CFR 1.78(a)(3) and (a)(6) 



Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
Dear Sir or Madam: 

Applicant hereby respectfully files a renewed petition for clarification of 
cross references under 37 CFR 1 .78(a)(3) and (a)(6). Applicant's previous 
petition was dismissed pending correction of a similar cross-referencing defect in 
underlying non-provisional application number 09/899,559 (having a filing date of 
07/05/01). In the previous petition, Applicant was instructed to file petitions 
necessary to correct the defect in underlying application 09/899,559 and to 
submit the favorable petition decisions from that application with a request to 
renew the petition in instant application. 

Upon review of the file, Applicant found that application 09/899,559 had 
been amended to include the proper cross-references to provisional patent 
application 60/266,956 (having a filing date of 02/06/01) in compliance with 35 
U.S.C § 1 1 9 (e) and with 37 CFR § 1 .78. The preliminary amendment was timely 
filed and properly formatted. A copy of the amendment, a copy of the return 
postcard stamped by the USPTO and a copy of the signed Office Action, 
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including the Summary sheet showing that the benefit claim entered was 
acknowledged by the examiner, are included herewith as attachments. 

STATEMENT OF FACTS 

Applicant filed a Petition for Clarification of Cross References under 37 
CFR 1 .78(a)(3) and (a)(6) on October 20, 2008, at the direction of the examiner. 
The Applicant had included cross-references in both application at the time of 
filing, but both references had technical defects, namely, a typo that referred to a 
provisional patent application to provisional patent application 60/266,956 
(having a filing date of 02/06/01) and the non-provisional patent application 
09/899,559 (having a filing date of 07/05/01). The petition asked the USPTO to 
grant Applicant's request to enter the latest amendment to the specification, filed 
June 3, 2008, that includes the references to the prior-filed applications in the 
first sentences following the title. 

Applicant received a Petition Decision dated February 4, 2009. The 
Petition was dismissed because the Petition Examiner concluded the parent non- 
provisional application 09/899,559 contained an identical cross-referencing 
defect, namely, the typo that referred to provisional patent application 60/266,956 
(having a filing date of 02/06/01). Instant application 10/681 ,034 (having a filing 
date of 10/08/03) is a Continuation of 09/899,559. Instant application 10/681 ,034 
was filed with a specification identical to 09/899,599 filed on July 5, 2001 . The 
instant application included reference to 09/899,559 and improper reference to 
prior-filed provisional application number 60/266,956 due to an inadvertent typo 
that resulted in an apparent reference to Beasley 60/266,856. 

The petition decision went on to note that to perfect the benefit claim in 
instant application, the benefit claim to 60/266,956 entered in 09/899,559 would 
have to be corrected via a petition under 37 CFR 1 .78(a)(6). Additionally, since 
that application is now abandoned, applicant would have to first file a petition to 
revive under 37 CFR 1.137(b). 

Upon reviewing the file for application number 09/899,559 (having a filing 
date of 07/05/01 ), it was found that a preliminary amendment had been filed on 
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April 23, 2002. The preliminary amendment amended the first paragraph of the 
specification to reflect the proper benefit claim to provisional application number 
60/266,956 and corrected the improper reference to Beasley 60/266,856. 

A true and correct copy of the amendment is attached herewith as Exhibit 
1 . A true and correct copy of the return receipt postcard stamped by the USPTO 
with the date "April 26, 2002" is included herewith as Exhibit 2. 

Based on that information, a call was placed to Sherry D. Brinkley of the 
Office of Petitions on February 12, 2009. Ms. Brinkley confirmed that she had 
reviewed the file wrapper for application number 09/899,559 in the course of 
reviewing the original petition. However, Ms. Brinkley did not find the Preliminary 
Amendment that contained the amended benefit claim during her review of the 
file. Applicant submits herewith evidence that the Preliminary Amendment was 
received by the USPTO and submits this evidence with a Renewed Petition for 
Clarification of Cross References under 37 CFR 1 .78(a)(3) and (a)(6). 

ARGUMENTS 

1. Applicant's application number 09/899,559 was properly and 
timely amended to include a benefit claim to provisional 
application number 60/266,956. 

Applicant's original Petition under 37 CFR 1.78 (a)(3) and (a)(6) was 
dismissed because the Petition did not comply with item one (quoted below). 

1 ) the reference required by 35 U.S.C §§ 120 and 1 19 (e) and 37 CFR §§ 
1 .78(a)(2)(i) and 1 .78(a)(5)(i) of the prior-filed application, unless previously 
submitted!.] 

The Petition Dismissal states, "...each application in the chain of 
applications must contain a proper benefit claim to the prior applications." 
Applicant respectfully submits that all requirements have been met to comply 



Page 3 of 8 



Serial No. 10/681,034 



Kerr 



with item one and to perfect that benefit claim, allowing this petition to be 
granted. 

The pertinent rules for benefit claims to provisional applications include 
35 U.S.C §1 19(e) and 37 CFR §1 .78 (a)(5) that provide rules involving proper 
benefit claims to prior-filed provisional applications. The relevant elements of 35 
U.S.C §1 19(e) reads in part: 

[...] No application shall be entitled to the benefit of an earlier filed provisional 
application under this subsection unless an amendment containing the specific 
reference to the earlier filed provisional application is submitted at such time 
during the pendency of the application as required by the director. [...] 

The time period mentioned in 35 U.S.C § 1 19(e) is set forth in 37 CFR § 1 .78 
(a)(2)(ii), which reads in relevant part: 

This reference must be submitted during the pendency of the later-filed 
application. If the later-filed application is an application filed under 35 U.S.C. 35 
1 1 1(a), this reference must also be submitted within the later of four months from 
the actual filing date of the later-filed application or sixteen months from the filing 
date of the prior-filed application. [...] 

The relevant parts of 37 CFR § 1 .78(a)(5)(i) state: 

Any non-provisional application... claiming the benefit of one or more prior-filed 
provisional applications must contain or be amended to contain a reference to 
each such prior-filed application, identifying it by the provisional application 
number (consisting of the series code and serial number). 

In general, the rules above could be summarized as follows. For a proper 
benefit claim, the reference: 

• Must be submitted during the pendency of the later-filed application; 

• Must be submitted within four months from the filing date of the later-filed 
application or sixteen months from the filing date of the prior-filed 
provisional application; and 

• Must name the prior-filed application by series code and serial number. 



Applicant respectfully submits that all requirements have been met. 
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With respect to the facts for this Petition, the non-provisional patent 
application 09/899,559 was filed on July 5, 2001 ; and a preliminary amendment 
that corrected the cross-referencing defect was submitted on April 23, 2002, and 
marked received by the USPTO on April 26, 2002. 

This amendment complied with all requirements set forth in 35 U.S.C. 
1 19(e) and 37 CFR 1 .78 and quoted in relevant part above. The amendment 
properly: 

• Was submitted during the pendency of the later-filed application; 

• Was submitted on April 23, 2002, which is within sixteen months of the 
filing date of the prior-filed provisional application; and 

• Named the prior-filed application by series code and serial number. 

Applicant submits that the amendment was properly and timely filed. 
Applicant provides herewith additional evidence to show that the amendment 
was in compliance with USPTO rules for formatting and entry of an amendment, 
and was timely submitted. 

Applicant respectfully submits that the amendment mailed on April 23, 
2002, met all the above format requirements. A true and correct copy of the 
amendment is included herewith as Exhibit 1. The amendment (5 th page) 
includes the instruction required by 37 CFR 1 .121 (b)(1)(i) and the clean version 
required by (b)(1)(ii). 

Further, 37 CFR§ 1.115 defines preliminary amendments and 
requirements for their entry into an application. 37 CFR § 1.115 [version in effect 

in April 2002] reads in relevant part: 

(a) A preliminary amendment is an amendment that is received in the Office (§ 
1 .6) on or before the mail date of the first Office action under § 1 .1 04. 

(b) (1) A preliminary amendment will be entered unless disapproved by the 
Commissioner. A preliminary amendment may be disapproved if the preliminary 
amendment unduly interferes with the preparation of a first Office action in an 
application... 
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Applicant respectfully submits that the amendment was submitted before 
the mailing date of the first Office action under § 1.104. The amendment was 
submitted on April 23, 2002, and was received and stamped by the USPTO on 
April 26, 2002. A true and correct copy of the return receipt postcard submitted 
with the amendment and stamped by the USPTO is included herewith as Exhibit 
2. The mailing date of the first Office action in application 09/899,559 is July 29, 
2002. 

Applicant also includes a true and correct copy of the July 29, 2002 Office 
action herewith as Exhibit 3. The Office Action Summary reflects that the 
amendment was received on April 26, 2002. Additionally, the July 29, 2002 
Office Action Summary acknowledges the claim of domestic priority to a 
provisional application. Further still, a review of the Detailed Action reveals that 
the Examiner accepted the Preliminary Amendment. 

More particularly, in the Office Action Summary sheet (2 nd page of Exhibit 
3), it appears that the Primary Examiner (Mark Sager) marked Box 14 to show 
that a claim for domestic priority under 35 U.S.C. § 1 19(e) was acknowledged. 
Further, the Office Action Summary shows that an examiner rejected claims 1-27 
in the office action mailed July 29, 2002. Claims 21-27 were first entered in the 
preliminary amendment mailed on April 23, 2002 — in fact, new claims 21 & 22 
appear on the very same page as the amendment to the cross-references. 

In light of the evidence discussed above, Applicant respectfully submits 
that the proper cross-referencing was timely included in application 09/899,559. 
The evidence shows that the Preliminary Amendment was mailed to the USPTO 
on April 23, 2002. The evidence shows that the amendment was received by the 
USPTO on April 26, 2002. The evidence shows that material appearing on the 
same page as the disputed cross-references was specifically addressed in the 
subsequent office action. In the face of all the evidence discussed above, 
Applicant respectfully requests that the benefit claim to provisional application 
60/266,956 be recognized as proper and present in application 09/899,559. 
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2. Applicant's claims to priority in non-provisional application 
number 10/681,034 are valid. Applicant's petition should be 
granted. 

Applicant's original petition was dismissed because it did not comply with 
Item one, quoted supra. The Petition decision stated that the Petition was not in 
compliance with item one because the 'chain' of prior applications depended on a 
proper benefit claim to provisional application 60/266,956 being present in non- 
provisional application number 09/899,559. See Petition Decision, page 2. 
Specifically, the petition decision stated that the chain was broken by non- 
provisional application 09/899,559 claiming priority to 60/266,856, which, "...does 
not name at least one inventor named in the later-filed application nor does it 
disclose the named inventor's invention claimed in at least one claim of the later 
filed application..." 

Applicant has shown that non-provisional application number 09/899,559 
was timely and properly amended to include the proper benefit claim to 
provisional application number 60/266,956. As such, the only stated reason not 
to grant the original petition has been overcome. 

REQUEST FOR RELIEF 

In instant application, Applicant attempted to timely submit Cross 
References to a prior-filed provisional application and a prior-filed non-provisional 
application that directly claimed the benefit of the provisional application. 
Applicant thought that the Cross References were timely submitted, in 
compliance with 37 CFR 1 .78 (a)(2)(ii), at the time of filing. Applicant tried to 
remedy the Cross References by amending the first sentence of the 
specification, as required by 37 CFR 1.78 (a)(2)(iii), once Examiner brought the 
application defects to our attention. Applicant was subsequently instructed by 
Examiner as to the proper procedure for claiming the benefit of unintentionally 
delayed benefit claims, thus Applicant filed a Petition as instructed by Examiner. 
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Applicant's first petition was dismissed because the prior-filed non- 
provisional application appeared to contain an erroneous benefit claim that was 
never corrected according to USPTO records. Applicant has shown that the 
prior-filed non-provisional application was timely and properly amended to 
include the benefit claim to the correct provisional application. The amendment 
was filed during the pendency of that application. Applicant respectfully submits 
that all requirements for a proper benefit claim to provisional application 
60/266,956 in non-provisional application 09/899,559 have been satisfied. 

Applicant believes that this Petition is now grantable. Applicant 
respectfully requests that this Petition be granted, that the amendment submitted 
on June 3, 2008 be entered, and that the claims to priority in non-provisional 
application 10/681,034 be accepted. 



Michael A. Kerr 
KERR IP GROUP, LLC 
P.O. Box 22028 
Carson City, NV 89721 

Tel: (775)841-3388 
Fax: (775)841-3389 



Respectfully Submitted 
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